OCT 05 '04 01 :54PM PRTENT DEPT P. 6/14 

P-5550-1-C1 

09/877,600 

REMARKS 

Reconsideration of the application atri entry of the amendment are respectfully 
requested. Claims 1 to 48 are currently pending, claim 39 has been amended, and 
claims 15 to 38 and 40 to 48 have been canceled. 

Final Office Action mailed September 17, 2004 addressed claims 1 to 48. 

Claims 1 to 48 were rejected. 

Claim 16 was rejected under 35 U.S.C. 102(b) as being anticipated by 
Newcomb (US 4,695,055). The Examiner stated mat Newcomb discloses a golf ball 
formed from reaction injection molding, and the ball structure includes a homogeneous 
translucent plastic and a light stick inserted therein to make the golf ball multiple 
pieces. The Examiner concluded that column X. lines 55 to 57 teach a polyurethane 
material for fonning the ball. 

Although Applicants continue to respectfully disagree with the Examiner, claun 

16 has been canceled. 

For at least these reasons, Applicants reapply submit that data 16 .snot 
anticipated by Newcomb. Therefore, Applicant respectfully request mat the rejection 
of claim 16 under 35 U.S.C. 102(b) be reconsidered and withdrawn. 

Oauns 40, 42 and 48 were rejected under 35 U.S.C. 102(b) as being anttapated 
bv Sullivan et al. (US 5,356,941). The Examiner sated that regarding claims 40 and 
42 Sullivan discloses process for maMng a ball comprising a core and a cover, where* 
to cover is made using RIM technique*, Injection of liquid urethane, and regardmg 
claim 48, SnllivandisclosesagolfbaU^risingaurethanecover. TheExanuner 
^ndes that the recycled reactan* are process/method sfcps and are no, relevant to 

the final product. t 

AUhough Applicants continue to respectfully disagree with me Exanuner. clams 

40 42 and 48 have been canceled. 

' pot at least these reasons, Applicants respectfully submit <h» Cairns 40, 42 and 
48 are no. anticipated by Sullivan. Therefore, Applicants respeemuly request tot fine 
section of claims 40, 42 and 48 under 35 U.S.C. 102(b) be reconsidered and 
withdrawn. 
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Claims 15 and 46 «> 48 were rejected under 35U.S.C. 102(e) as being 
anticipated by Cavallaro et al. (US 5,759,676). The Examine, s«ed mat regardu* 
claims 15 and 46, Cavallaro discloses a golf ball comprising a core and a cover and the 
cover has a flex modulus greater .ban 80,000 psi and a thickness from 0.015 to 0. 14 
inch The Examiner further stated that the reaction time is a process/method and .s not 
relevant to .he final product. Regarding claim 48, CavaUaro discloses a golf ball 
comprising a polyurethane cover. The Examiner concludes that me recycled reaaants 
are prccessftnethod steps and are not relevant to the final product. 

Although Applicant continue to respectfully disagree with tire Examiner, chums 

15 and 46 to 48 have been canceled. 

For at least these reasons. Applicants respectfully submit <b* claims 15 and 46 
_ 48 are no. anticipate* by Cavallaro. Therefore, Applicant respectfully renuest -bat 
t^ectionofdaims 15 and 46 to 48 under 35 U.S.C. 102(e) be reconsidered and 

withdrawn. c n 

Claims 16 to 23, 31 to 33, 35 » 38, 43 and 45 were rejected under 35 U.S.C. 
103(a)asbeingunpa«entableover W u(5,334.673)mviewofSullivan(5,356,941) 

Tne Examiner statea .ha. Wn discloses polynretone golf ball para (core or cover),b« 
Wudoesn^disclosereactioninjectionmoldh^OJTM). The Examiner farter stated 
^ Sullivan teaches a game ball comprising a cover formed by reaction injecnon 
molding (RIM) . The Examiner concluded that «« o, ordinary «H in the «. .would 
Have Lined Wu in view of SulUvan by using the WM process to achieve the desned 

^Logh Applicant continue to respectfully disagree te Examiner, claims 
16 to 23, 31 to 33, 35 to 38, 43 and 45 have been canceled. 

For at least these reasons, Applicants respectfully submit ma. chums 16 to 23, 
31 » 33 35 .0 38. 43 and 45 are not obvious under 35 U.S.C. 8 103(a) over Wu in 
^ of SuUivau. Applies therefore respectfully reuuest una. te rejection o, claims 
16 .o 23, 31 .0 33, 35 to 38, 43 and 45 under 35 U.S.C. S 103(a) as obvious over Wu 
in view of Sullivan be reconsidered and withdrawn. 
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Claim 34 was rejected under 35 U.S.C. 103(a) as being unpatentable over Wu 
ta view of Sullivan as applied «o claims 16 <o 23, 31 to 33, 35 «o 38, 43 and 45 and 
firmer ta view of Motor (4.674,751). The Examiner stated ft* W« in view of 
SuUivan does no, disclose an ionomer blended with 4c polyurertane in me rover 
but Molitor caches a cover made from a uremane and an ionomer. The 
B^pnner concluded that one skilled in the an would have modified me cover by 
Mndtog an ionomer to improve the durability of me cover. 

Although Applicants cominue to respectfully disagree with the Examiner, claun 

34 has been canceled. 1 

For a, least these reasons. Applicants respectfully submit that clann 34 « no. 
obvious under 35 U.S.C. S 103(a) over Wuta view of Sullivan and former in view of 
Molitor. Applies therefore respectfully request ma. the rejection of claim 34 under 
35 U.S.C. § 103(a) as obvious over Wu ta view of Sullivan and further in View of 
Molitor be reconsidered and wimdrawh. 

Claims 41 and 44 were rejected under 35 U.S.C. 103(a) as being unpatentable 
over Wu in view of Sullivan as applied to claims 16 to 23. 31 to 33, 35 lo 38. 43 and 
45 aMfarmermviewofBayer-WMPartandMolddesignCpolyu^u^sJ-The 

E^tosutedthatBayer^achestouseof glycolysis, a new way to convert 
pdyurethane materials back to their original raw materials, merefore one stalled . ft. 
L would have modified ft. invention of Wu in view of Sullivan by adding recycled 
materialto decrease manufacturing cose. 

AHhough Applicants continue to respectfully disagree with ^eExammer.ctams 

41 and 44 have been canceled. 

For a, le^these reasons, Applicant respectfully submit ma. clauns 41 and 44 

are no. obvious under 35 U.S.C. I 103(a) over Wu in view of Sullivan and former m 

tespectndlyreuues.tha.merejecnonof chnms41 and 44 under 35 U.S.a f 103(a)« 
"Ls over 1 in view of Sullivan and fnrfter in view of Bayer - RIM Par, and Mold 
design (polyurethanes) be reconsidered and withdrawn. 
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Cains 1S . 20 and 24 to 30 were rejected unto 35 U.S.C. 103(a) as being 
uapattntable over CavaUaro (5,759,676) in view of Sullivan (5,356.941). The 
EMn ,inerst«=4 tea. regards claims 16and20, CavaUaro discloses a golf baU 
comprising a core aid a polyurethane cover, but CavaUaro does no. disclose reacnon 
mjectionmolding. The Examiner furfber Sated that Sullivan ttache, a game bail 
comprising a cover formed by reaction injection molding (RIM). The Examiner further 
staced that regarding Cairns 24, 25 and 28, CavaUaro discloses a cover with a flex 
modulns of at least 80,000 psi; regarding claims 26 and 27, the cover has a Shore D 
hardness of 70; regarding claim 29, since the cover is harder than the cote matenal the 
flexmodutaswillalsobehigher; and regarding claim 30, u* cover includes two 
toers The Examiner concluded that one of ordinary skill fa ihe art would have 
n^fied CavaUaro in view of Suffivan by us^^ 

^"^though Applicant continue to respectfuUy disagree with the Examiner, claim 
16 20 and 24 to 30 have been canceled. 

' F or at .east these reasons. Applicant respectfully submit 4at claims 16. 20 and 
M » 30 are not obvious under 35 U.S.C. 5 103(a) over CavaUaro in view of SuUrvan^ 
H^t^v^W*****"'****"** !6. 20 and 24 to 30 
under 35 U.S.C. 8 103(a) as obvious over CavaUaro in view of Sulhvan be 

reconsidered and withdrawn. 

Claims 1 to 15. 22, 24, 26 to 28, 37, 42 and 45 to 47 were provis.ona.ly 

Kj ec,edur^ the htfciauy creatrfdo^ 

Wngunpa^table over claims 1 to 13, 21, 23 to 26, 33, 42and43 of copendmg 
AppLtion No. 09/040,798. The Examiner stated ft* although me confncung Onus 
are not identical, they are not paentabi, distinct from e*h orher because the present 
invention and the '798 application both claim the process of making a golf baU 
comprising making at least a cor, and a cover component by mixing two or more 
.eacrams. The Examiner farther stated that the '798 appUcation produces a product 
wit h a flex modulus from 5 to 310 kpsi in a reaction time of 5 minutes or less, and the 
" present invention Cairns a product with a flex moduius from 1 to 310 kpsi in a reacnon 



PAGE 9114 * RCVD AT 10/5/2004 2:46:32 PM [Eastern Daylight Time] • SVR:USPT0-EFXRF-1/1 ' DNIS:8729306 • CSID:4133222575 ' DURATION (mm-ss):06-50 



'OCT 05 '04- 01 :56PM PATENT DEPT 



P. 10/14 



09/877,600 



P-5550-1-CJ 



time of less than 2 minutes. The Examiner concluded that varying the reaction time of 
the product is an obvious modification of the '798 application that would promote the 
desired and/or optimal characteristics of the product. 

Although Applicants respectfully disagree with the Examiner, in an effort to 
hasten prosecution, Applicants herein submit a Terminal Disclaimer which disclaims 
the terminal portion of any patent granting from the instant applications, as required 
under MPEP § 1490. Applicants respectfully submit that this overcomes the rejection. 

Claim 39 does not appear to be rejected in the Final Office Action of September 
17, 2004. Claims 1 to 14 were only provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting, and a terminal disclaimer has been filed. 

The Examiner is invited to telephone Applicant's attorney if it is deemed that a 
telephone conversation will hasten prosecution of the application. 
CONCLUSION 

Applicants respectfully request reconsideration and allowance of each of the 
presently rejected claims. Applicants respectfully request allowance of claims 1 to 14 
and 39, the claims currently pending. - 



Respectfully submitted, 

THOMAS J. KENNEDY, m ET AL. 



Customer No. 24492 
(413)322-2937 




Attorney for Applicants 
The Top-Flite Golf Company 




A wholly-owned subsidiary of Callaway Golf Company 
425 Meadow Street, P. O. Box 901 
Chicopee, MA 01021-0901 



cc: Richard M. Klein, Esquire (SLD 2 0207-3-1) 
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